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Office Action Summary 



Application No. 
09/126,096 



Applicint(s) 



Thorsett et at. 



Examiner 



Deepak Rao 



Art Unit 

1624 




- TTje MAILING DATE of this communication appears on the cover sheet with the correspondence address 



MONTH(S) FROM 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) K Responsive to communication(s) filed on Mar 26. 2001 . 

2a) K This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for fornnal nnatters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qud^35 CD. 11; 453 O.G. 213. 



Disposition of Clainfis 

4)K1 Claim(s) 1-4. 7. 10, 12, 13. and 15-22 



Ware pending in the applica 



4a) Of the above, claim(s) . 
5)D Claim(s) 



6) K Clainnfs) 1-4. 7. 10. 12. 13. and 15-22 

7) D Claim(s) 

8) D Claims 



is/are withdrawn from considerc 

is/are allowed. 

ft/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirem 



Appiication Papers 

9)0 The specification is objected to by the Examiner. 

1 0) □ The drawing(s) filed on 



is/are objected to by the Examiner. 
is: ap approved b)Ddisapproved. 



11) 0 The proposed drawing correction filed on_^ 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) n Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) !3Jone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. , 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14)S Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attachment(s) 

1 5) O Notice of Refeiences Cited (PTO-892) 

16) Q Notice of Draftspersctfi's Patent Drawing Review (PTO-948) 

17) iXJlnfonnation Cfectosure Statement(s) (PTO-1449) Paper No{s). 



15& 17 



16) r] Interview Summary (PTO-413) Paper No(s) 

19) m Notice of Infomia! Patent Application (PTO-152) 

20) C] aher; 



U. S. Patent arwJ Trademark Office 

PTO-326 (Rev. 9-00) 
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DETAILED ACTION 

This office action is in response to applicant's response filed on March 28, 2001 . 
Claims 1-4, 7, 10, 12-13 and 15-22 are pending in this application. 

The following rejections are withdrawn: 

The improper Markush rejection of the previous office action is hereby withdrawn in view 
of applicant's amendments which limit the claims to the elected invention. 

The rejection under 35 U.S.C. 1 12, first paragraph of the previous office action is 
withdrawn in view of applicant's arguments and remarks. 

The rejection under 35 U.S.C. 1 12, second paragraph of the previous office action is 
withdrawn, all except for the claim(s)/reasons provided here below. 

The rejection under 35 U.S.C. 103(a) over JP 4,154,732 of the previous office action is 
withdravra in view of applicant's arguments. 

The following rejections are maintained: 

1. Claims 16 and 18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. The following reasons apply: 

(A) In claim 16, the last line there is a term which is not found to be present any 
where in the structural formula. The claim was rejected in the previous office 
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action for having no definition for the above term. Applicants amended the claim 
to include a structural formula without that term, however, the amendment 
inserted this term in the last line of the claim, which is not understood. Replacing 
with is suggested. 

(B) Regarding claim 18, the phrase "such as" (see line 6) renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the 
claimed invention. See MPEP § 2173.05(d). This was indicated in the previous 
office action (see page 8, reason # 9) and applicants responded that the referenced 
phrases are deleted. The claim still contains the above referred phrase. Deletion 
of "such as that" from line 6 appears to put the claim in acceptable language and 
such correction is suggested. 

2. Claims 1-4, 7, 10, 12-13 and 15-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adams et al., WO 96/22966. The reference teaches a generic group of 
compounds of formula (I) which is identified in applicant's response page 15. The instant claims 
differ by having a non hydrogen substituent R"* in place of a hydrogen in the reference. As 
indicated in the previous office action, the instant compounds are homologs of the reference 
compounds, i.e., they differ by having a methyl substituent (R"*) as compared to hydrogen in the 
reference. Applicant argues that the reference teaches away from the present invention because 
the most preferred compounds of the reference contain a Y group that is equal to C(0). however. 
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the reference clearly teaches Y definition to contain SO, also. Where the specific compound falls 
within the ambit of a "very limited number of compounds", the fact that a specific embodiment is 
taught to be preferred is not controlling, since all disclosures of the prior art, including 
unpreferred embodiments, must be considered." In re Lamberti, 545 F.2d 747,750, 192 USPQ 
278, 280 (CCPA 1976). "The question under 35 U.S.C. 103 is not merely what the reference 
expressly teaches but what it would have suggested to one of ordinary skill in the art at the time 
the invention was made." As can be evidenced from the teachings of the reference, the instant 
compounds differ by having a methyl group in place of hydrogen. H vs. Me is not deemed 
patentably distinct absent evidence of superior or unexpected properties. See In re Wood, 199 
USPQ 137; In re Lohr, 137 USPQ 548 regarding the addition of a methyl group to a known 
compound. Further, the reference compounds are disclosed to have the same therapeutic use as 
the instant compounds. Therefore, it is maintained that the instantly claimed compounds would 
have been obvious to one having ordinary skill in the art. 

Newly presented claims 19-22 are also rejected under 35 U.S.C. 103(a) over Adams et al.. 
WO 96/22966 for the reasons provided. 

3. Claims 1-4, 7, 10, 12-13 and 15-22 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1 (and other 
dependent claims) of copending application 09/126,095 for the reasons of record and further, in 
view of the reasons provided above. Applicant's disagreement is acknowledged. 
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Information Disclosure Statement 



Receipt is acknowledged of the Information Disclosure Statements filed on April 1 3 and 
May 16, 2001 and copies are enclosed herewith. Further, copy of IDS filed on March 30, 1999 
(page 2 or 3) is enclosed herewith, duly acknowledging the references that were crossed off 
previously. The contents of US Provisional Applications cited on page 1 of the IDS (filed March 
30, 1999) are considered, but crossed off fi-om the statement because they have not been listed as 
published documents and therefore, will not appear on a patent issuing from instant application. 
The following reasons apply: (i) they do not have a publication date (publication date column is 
left blank in the IDS) as required by 37 CFR 1 .98(b) and (ii) there may be non provisional 
applications that correspond to these provisional applications pending in the office and all pending 
U.S. Applications are preserved in confidence, see MPEP § 2127, paragraph IV. 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 



Conclusion 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Deepak Rao whose telephone number is (703) 305-1 879. The examiner can 
normally be reached on Tuesday-Friday from 6:30am to 5:00pm. The fax phone number for the^ 
organization where this application or proceeding is assigned is (703) 308-4556. Any inquiry of a 
general nature or relating to the status of this application or proceeding should be directed to the 
receptionist whose telephone number is (703) 308-1235. 



Deepak Rao 
June 1,2001 





